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REMARKS 

In the December 16, 2005 Office Action, the Examiner rejects Claims 1, 7, 10, 12, 14, 16. 
and 22 under 35 U.S.C. § 103(a) as unpatentable over U.S. Patent No. 6.91 1.156 to Grynkewich, 
et al. ("GiynkeAvich") in view of U.S. Patent Publication No. 2002-0076572 by Engelhardt, et al. 
CEngelhardt"); and rejects Claims 2, 3, 11. 15, 24, 27, 30. 33-35, 37, and 39 under 35 U.S.C. 
§ 103(a) as unpatentable over Grynkewich in view of Engelhardt, further in view of U.S. Patent 
No. 5,756,366 by Berg ("Berg"). Applicants request reconsideration of the rejections in view of 
the following comments. 

Allowable Claims 

Applicants note with appreciation that the Examiner states that Claims 4, 25, and 38 
would be allowable if rewritten in independent form. In view of the patentability of the base 
claims to Claims 4, 25, and 38, Applicants decline to rewrite Claims 4, 25, and 38 at this time. 
Information Disclosure Statement 

Applicants are filing an Information Disclosure Statement concurrently with the filing of 



Rejections of Claims 1, 7, 10, 12, 14, 16, and 22 Under 35 US.C. § 103(a) 

The Examiner rejects Claims 1, 7, 10, 12, 14, 16. and 22 under 35 U.S.C. § 103(a) as 
being obvious over Grynkewich in view of Engelhardt. "To establish a prima facie case of 
obviousness, three basic criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference teachings..." See MPEP 2143. 
Applicants respectfully submit that there is no suggestion or motivation in the references or in the 
knowledge generally available to one of ordinary skill in the art to combine Grynkewich and 
Engelhardt 

In rejecting Claims 1, 7, 10, 12, 14, 16, and 22, the Examiner states that "[although 
Grynkewich et al. do not specifically teach wherein conductive particles of the first conductive 
layer may be thrown up along a sidewall of the magnetic memory cell as byproducts of the 
etching of the first conductive, layer, [sic] ft is inherent that byproducts are formed during an 
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etching procedure." The Examiner acknowledges that Grynkewich does "not disclose 
transforming the conductive particles into nonconductive particles!" 

The Examiner relies on Engelhardt to provide the missing element Applicants 
respectfully submit that it is improper to combine Grynkewich and Engelhardt in the manner 
proposed. The Examiner suggests combining Grynkewich and Engelhardt because "Grynkewich 
et al. in view of Engelhardt et al. are both from the same field of endeavor, a method of forming a 
magnetic memory cell, the purpose disclosed by Engelhardt et aL would have been recognized in 
the pertinent art of Grynkewich et al. Tnerefbre, it would have been obvious to one of Ordinary 
skill in the art at the time the invention was made to modify Grynkewich et al. by transforming 
the conductive particles into nonconductive particles as taught by Engelhardt et al. to increase 
yield, (para. 19 A 32)" Applicants respectfully submit that the asserted motivation is 
insufficient. 

Applicants respectfully submit mat the Examiner is using; impermissible hindsight in 
combining Grynkewich and Engelhardt See MJ.E.P. § 2145(X)(A). Regardless of whether or 
not Grynkewich's process inherently produces conductive particles along sidewalk. Applicants 
respectfully submit that the problems created by conductive particles on sidewalls of magnetic 
memory cells are not recognized by either Grynkewich or by Engelhardt. so that there could not 
be a motivation to combine Grynkewich and Engelhardt to solve the associated problems 
Application of obviousness to solve "inherent" problems is a sure sign of applying hindsight. 
"That which may be inherent is not necessarily known. Obviousness cannot be predicated on what 
" unknown." ^L^icjcaert, 28 U.SJ».Q.2d 1955. 1957, 9 F.3d 1531, 1534, (Fed Cir. 1993) 
(mternal quotes omitted), see M.P.E.P. §2141.02(V). «[A} retrospective view of inherency is not a 
substitute for some teaching or suggestion which supports the selection and use Of the various 
elements in the particular claimed combination." In ~ Newell 13 U.S.P.Q.2d 1248, 1250 (Fed. 
Cir. 1989). 

Moreover, the nature of the problem solved by Engelhardfs oxidation process is different 
than that of Applicants' process. Engelhardt deliberately creates a very thin insulating layer 
Engelhardt oxidized an existing conductive layer because "sputtering of very thin layers causes 
problems," (paragraph [0032]). By contrast. Applicants' process eliminates shorting caused by 
conductive particles that may be present on sidewalls of a magnetic memory cell. 
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Thus, Applicants respectfully submit that it is not proper to combine Gtynkewicb and 
EngelhardL Accordingly, Applicants request the Examiner to withdraw the rejections of Claims 
1, 7, 10, 12, 14, 16, and 22, and to allow die same. 

Rejections of Claims 2, 3, 1 1, 15, 24, 27. 30. 33-35, 37, and 39 Under 35 U.S.C. § 103(a) 

The Examiner rejects Claims 2, 3, 11, 15, 24, 27, 30, 33-35, 37. and 39 under 35 U.S.C. 
§ 103(a) as being obvious over Grynkewich in view of Engelhardt, further in view of Berg. 

As described earlier in response to the Examiner's rejections of Claims 1, 7, 10, 12, 14, 
16, and 22, Applicants respectfully submit that it is improper to combine Grynkewich and 
Engelhardt and thus, it is also improper to combine Grynkewich, Engelhardt. and Berg. 

Thus. Applicants respectfully submit that it is not proper to combine Grynkewich, 
Engelhardt, and Berg. Accordingly, Applicants request the Examiner to withdraw the rejections 
of Claims 2, 3. 1 1. 15. 24, 27, 30. 33-35. 37. and 39 and to allow the same. 

SUMMARY 

lh view of the foregoing remarks. Applicants respectfully request the Examiner to 
withdraw the rejections of Claims 1-11 under 35 U.S.C. § 103(a). Applicants further request the 
Examiner to allow Claims 1 -4 1 and to pass the present application to the issue process. 

If there is any further impediment to the prompt allowance of the present application, 
Applicants request the Examiner to call the undersigned attorney of record at 310-407-3466 or at 
the telephone number listed below to resolve any such impediment 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 11-1410. 
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Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Michael S. Okamoto 
Registration No. 47,831 
Attorney of Record 
Customer No. 20,995 
(310) 551-3450 

2243909.2 
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